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Office Action Summary 


Application No. 
09/497,822 


Applicant(s) 

French et al. 


Examiner 

Michael Pak 


Art Unit 

1646 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .1 36 (a). In no event, however, may a reply be timely filed 

after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will 

be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this 

communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 

earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 ) K Responsive to communication(s) filed on Nov 28, 2001 ■ 

2a) □ This action is FINAL. 2b) K This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal nnatters, prosecution as to the nnerits is 

closed in accordance with the practice under £x parre Quayle, 1935 CD. 11; 453 O.G. 213. 

Disposition of Claims 

4) K Claim(s) 7-14 is/are pending in the application. 

4a) Of the above, claim(s) Vi is/are withdrawn from consideration. 

5) 0 Claim(s) "s/are allowed. 

6) K Claim(s) 7-10 and 12-14 is/are rejected. 

7) □ Claim (s) is/are objected to. 

SjD Claims are subject to restriction and/or election requirement. 

Application Papers 

SjD The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on Is/are objected to by the Examiner. 

1 DD The proposed drawing correction filed on is: ajD approved bjD disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. § 119 

13) 0 Acknowledgement Is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d). 
a)n All bjD Some* c)^ None of: 

1 . □ Certified copies of the priority documents have been received. 

2. □ Certified copies of the priority documents have been received in Application No. • 


3. □ Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)|. 
*See the attached detailed Office action for a list of the certified copies not received. 

14) 0 Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 119(e). 
Attachment(s) 

1 5) □ Notice of References Cited (PTO-892) 18) □ Interview Summary (PTO-413) Paper No(s). 


16) ^ Notice of Draftsperson's Patent Drawing Review (PTO-948) 19) □ Notice of Informal Patent Application {PTO-1 52) 

17} ^ Infonnation Disclosure Statement(s} (PTO-1449) Paper No(s). ^ 20} □ Other: 
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PTO-326 (Rev. 9-00) 


Office Action Summary 


Part of Paper No. 15 


Serial Nximber: 09/497, 822 1 
Art Unit: 164 6 

DETAILED ACTION 
Elect! on/Res trl ctlon 

1. Applicant's election with traverse of Group 1, claims 7-10 
and 12-14 in Paper No. 14 is acknowledged. Applicant noted that 
claim 14 was not included in either of the groupings. Applicant 
is correct in assuming that claim 14 belongs to Group I and will 
be examined with group I. Examiner thanks the applicant for 
pointing out the typographical error. Applicants traverse on the 
grounds that it would not be an undue burden to examiner the 
claims of groups I-IV concurrently. However, the classification 
set forth previously establishes the burden of search. 

The requirement is still deemed proper and is therefore made 
FINAL. 

Information Disclosure Statement 

2. The information disclosure statement filed 3 February 2000 
(Paper No. 5) fails to comply in part with the provisions of 37 
CFR 1.97, 1.98 and MPEP § 609 because references C20 and C21 are 
not patent or non-patent literature references. It is suggested 
that the corresponding foreign patents be listed under "^Foreign 
Patent Documents" section of the form 1449 since the search 
reports are usually attached to the foreign patents. It has been 
placed in the application file, but the information referred to 
therein has not been considered as to the merits. Applicant is 
advised that the date of any re-submission of any item of 
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information contained in this information disclosure statement or 
the submission of any missing element (s) will be the date of 
submission for purposes of determining compliance with the 
requirements based on the time of filing the statement, including 
all certification requirements for statements under 37 CFR 
1.97 (e) . See MPEP § 609 1 C(l) . 

Claim Objections 

3. Claims 8-10 are objected to because of the following 
informalities. Appropriate correction is required. 

Claims 8-10 are objected to because it does not comply with 
37 C.F.R. 1.821 (d) which requires a reference to a particular 
sequence identifier (SEQ ID NO:) be made in the specification 
wherever a reference is made to that sequence. See M.P.E.P. 
2422.04. 

Claims 8-10 reference to Figure 5 should be referenced with 
the appropriate SEQ ID NO: . Any references to sequences in the 
specification or the claims should be identified with an 
appropriate SEQ ID NO: . 

Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 
U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject 
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matter which the applicant regards as his invention. 

4. Claim 7 and 12-14 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point 
out and distinctly claim the subject matter which applicant 
regards as the invention. 

Claim recite ""DNA sequence encoding human androgen receptor" 
whose metes and bounds are not clear because no structure is 
provided in the claim limitation. 

Claim Rejections - 35 USC § 112, first paragraph 

5. The following is a quotation of the first paragraph of 35 
U.S.C. 112: 

The specification shall contain a written description of the 
invention, and of the manner and process of making and using 
it, in such full, clear, concise, and exact terms as to enable 
any person skilled in the art to which it pertains, or with 
which it is most nearly connected, to make and use the same 
and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

6. Claims 7 and 12-14 are rejected under 35 U.S.C. 112, first 
paragraph, as containing subject matter which was not described 
in the specification in such a way as to reasonably convey to one 
skilled in the relevant art that the inventor (s), at the time the 
application was filed, had possession of the claimed invention. 
Written description rejection. 

Claim 7 encompasses a ""DNA sequence encoding human androgen 
receptor" which encompasses a variant and fragment of SEQ ID 
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NO: 19. However, the specification only discloses working example 
of a method of using specific species of androgen receptors which 
is the essential feature of the invention. University of 
California v. Eli Lilly and Co. (CAFC) 43 USPQ2d 1398 held that a 
generic claim to human or mammalian when only the rat protein 
sequence was disclosed did not have written description in the 
specification. Thus, the disclosure does not have written 
description for the method of using a genus of variant androgen 
;^eceptors. One skilled in the art cannot envision the sequence 
of the other homologs or orthologs of the SEQ ID NO: 19 nor 
equivalent androgen receptors in other species of animals. 

7. Claims 7-10 and 12-14 are rejected under 35 U.S.C. 112, 
first paragraph, as containing subject matter which was not 
described in the specification in such a way as to reasonably 
convey to one skilled in the relevant art that the inventor (s), 
at the time the application was filed, had possession of the 
claimed invention. New Matter rejection. 

Claims 8-10 refer to figure 5 sequences which is not the 
same as figure 5 sequences in parent application 07/182,646. 
Claims 7 and 12-14 encompass claims 8-10. 


Claim Rejections - 35 USC §102 

8. The following is a quotation of the appropriate paragraphs 
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of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

A person shall be entitled to a patent unless — 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of 
section 371© of this title before the invention thereof by the applicant 
for patent. 


9. Claims 7 and 12-14 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Liao et al. (US 5,614,620). 

Liao et al. disclose DNA encoding human androgen receptor 
(column 6, lines 49-60) and vector and host cell comprising the 
vector (column 3, 6, and 9). 


10. No claims are allowed. 


1 1 . Any inquiry concerning this communication or earlier communications from the examiner should be directed to 
Michael Pak, whose telephone number is (703) 305-7038. The examiner can normally be reached on Monday through 
Friday from 8:30 AM to 2:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's supervisor, Yvonne Eyler, can 
be reached on (703) 308-6564. 

Official papers filed by fax should be directed to (703) 308-4242. Faxed draft or informal communications 
with the examiner should be directed to (703) 308-0294. 

Any inquiry of a general nature or relating to the status of this application or proceeding should be directed to 
the Group receptionist whose telephone number is (703) 308-0196. 


Michael D. Pak 
Patent Examiner 
Art Unit 1646 
22 March 2002 


Attachment for PTO-948 (Rev. 03/01, or earlier) 

6/18/01 

The below text replaces the pre-printed text under the heading, 
''Information on How to Effect Drawing Changes," on the back 
of the PTO-948 (Rev. 03/01, or earlier) form. 

INFORMATION ON HOW TO EFFECT DRAWING CHANGES 


1. Correction of Informalities - 37 CFR 1.85 

New corrected drawings must be filed with the changes incorporated therein. 
Identifying indicia, if provided, should include the title of the invention, 
invetitor's name, and application number, or docket number (if any) if an 
application number has not been assigned to the application. If this information is 
provided, it must be placed on the front of each sheet and centered within the top 
margin. If corrected drawings are required in a Notice of Allowability (PTOL- 
37), the new drawings MUST be filed within the THREE MONTH shortened 
statutory period set for reply in the Notice of Allowability. Extensions of time 
may NOT be obtained, under the provisions of 37 CFR 1 . 136(a) or (b) for filing 
the corrected drawings after the mailing of a Notice of Allowability. The 
drawings should be filed as a separate paper with a transmittal letter addressed to 
the Official Draftsperson. 

2. Corrections other than Informalities Noted by Draftsperson on form PTO- 


All changes to the drawings, other than informalities noted by the Draftsperson, 
MUST be made in the same manner as above except that, normally, a highlighted 
(preferably red ink) sketch of the changes to be incorporated into the new 
drawings MUST be approved by the examiner before the application will be 
allowed. No changes will be permitted to be made, other than correction of 
informalities, unless the examiner has approved the proposed changes. 

Timing of Corrections 

Applicant is required to submit the drawing corrections within the 
time period set in the att ached Office communication See 37 CFR 
1.85(a). 

Failure to take corrective action within the set period will result in 
ABANDONMENT of the application. 


06/01/01 


